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Background

The U.S. Patent and Trademark Office (USPTO) recently put forth a controversial set of new rules that
will dramatically impact drafting and prosecuting patent applications. We summarized the new rules in a
previous Client Alert dated August 24, 2007.

We have been carefully analyzing these new rules and their implications, as well as recent commentary
from the USPTO in which it has significantly changed the applicability of several important provisions.
In this Alert, we provide strategies patent applicants should consider, and identify pitfalls to avoid.
While the rules do not go into effect until November 1, 2007, they will impact many pending
applications, and patent applicants should consider acting now in many circumstances.

This Alert assumes familiarity with the new rules and focuses on providing strategic advice. Since these
rules are complex, and their implications are widely misunderstood, we also attach a detailed analysis
which explains the basis for our recommendations, with citation to the rules and other materials as
appropriate.

Three caveats:
= Strategies will shift and evolve as we gain insights into the manner in which the USPTO
implements the new rules.

= Some aspects of the new rules are ambiguous, and we have sought, and continue to seek,
clarification from the USPTO on several points.

=  Qur clients vary dramatically in many ways, e.g., technology area, strategic reasons for
patenting, size of patent portfolios, etc. Thus, there is no “one size fits all” approach. We
recommend that clients consult with their Wolf Greenfield attorney about which strategies are
most appropriate for them.

Refresher on Key Aspects of the New Rules
= Two continuation/continuation-in-part (CIP) applications per family, and one request for
continued exam (RCE) per direct continuation chain in a family, as a matter of right.

=  “One more” continuation or CIP application for families that are already at or over the new limit
of twoj; no limits on additional divisional applications.
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= Limits on the number of independent claims (5) and total claims (25) in an application and any
commonly owned application(s) including at least one patentably indistinct claim.

= New notification provisions:
¢ Identify all commonly owned non-provisional applications and/or
patents having a common inventor and a same filing or priority date;

¢ Only for applications filed on or after November 1, 2007: also identify
all commonly owned non-provisional applications and/or patents having
a common inventor and a filing or priority date that is within two
months of the filing or priority date of the subject application and is on
or after November 1, 2007;

e Rebuttable presumption of patentably indistinct claims for applications
with the same filing or priority date that are commonly owned, share an
inventor and have substantial overlapping disclosure — failure to rebut
results in limiting the total claims to 5/25; and

e For CIPs with no first action on merits (FAOM) as of November 1,
2007, identify all claims supported by their parent application(s).

. Actions to Consider Before November 1, 2007

File an RCE or that option may be lost forever in some cases

= Applicable to cases with an outstanding final action where one RCE has already been filed
anywhere in the application’s direct continuation family (and therefore no additional RCEs
can be filed after November 1). Consider for amendments, IDS or evidence.

= The USPTO has changed its originally stated view about what constitutes a family; the new
view is less restrictive.

Consider the consequences of the new rules for new applications being drafted

The new rules will apply to any application filed from here on out, including those filed before
November 1, so that the strategic considerations discussed below should be taken into account
now.

Consider database updates to support notification and other strategic actions

For clients with portfolios distributed across multiple firms, it may be necessary for the client to
review its own database to support some of the notification requirements. Wolf Greenfield is
obtaining reports from its database to facilitate notification and strategic decision-making.

Consider canceling any non-elected/withdrawn claims

Do not delay issuance of a first action on the merits (FAOM)

Make oral elections to restriction requirements.
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Address cases where there has been no FAOM and there are more than 5 independent or
25 total claims

= Consider amending the claims to reduce their number.

= Consider filing a Suggested Restriction Requirement (SRR).

= Be mindful of other “related” applications, the claims of which might count toward the 5/25
limit.

In any family with two continuations already filed, give careful thought before filing any

continuation before November 1, 2007

Give careful consideration before filing any new continuations, as this is a complex area. There
are a number of strategic considerations that must be considered, as outlined in the attached
detailed analysis.

Identify any applications with “unmined” disclosure

= Failing to act before 11/1/07 may foreclose the ability to protect some concepts.

Il. Actions to Consider After November 1, 2007 and Going Forward

For each pending application, notify the USPTO of any “related” applications

Rebut any presumption of patentable indistinctiveness between related patent applications
where applicable

Actions to consider for CIP applications

= Ifno FAOM as of November 1, file a paper in each CIP identifying claims supported by the
parent.

= Consider deleting priority claim to convert to a stand alone application.

Use the ““one more” continuation strategically

Use the one permitted RCE cautiously

Assume petitions for any “extra’ continuations or RCEs will be denied

Try to avoid filing an Examination Support Document (ESD) where at all possible

Adopt focused front-end loaded drafting and prosecution strategies

= Identify and claim all patentable subject matter as early as possible, preferably when the
application is drafted.
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= Consider prior art searches to better inform the claim drafting process.
= Identify areas for possible restriction and request restrictions where appropriate.

= Interview Examiners early to identify all key issues.

Restrictions will be invaluable — encourage them and don’t traverse
= File Suggested Restriction Requirements (SRRs).

= Consider the impact of election by original presentation.

Consider provisional and/or PCT applications to buy time/keep options open when
prosecution strategy is not clear at the outset and/or for strategic benefit

= Consider filing the application initially as a provisional.

= Consider filing the application as a PCT (optionally with priority to an earlier provisional)
and enter the U.S. out of the PCT phase.

= Greater certainty regarding PCT lack of unity objections/restrictions.

= U.S. Divisionals can be filed based on PCT lack of unity objections.

Consider avoiding omnibus applications supporting multiple claim sets where possible, and
when not, carefully consider the options

= If can’t avoid, balance uncertainty of SRR versus rebutting presumption of indistinct claims.

Consider filing full 5/25 claim sets

lll. Observations / Possible Traps

The option of filing an ESD is foreclosed after a FAOM

The consequences of a denied petition for an extra RCE can be harsh
= Abandons any prior filed appeal.

=  Won’t toll time for action and can lead to abandonment.

Patentably distinct claims will not guarantee grant of an SRR

= A denial of an SRR is entirely discretionary and unreviewable.

A granted SRR does not automatically permit refund for cancelled non-elected claims
= (Claims must be cancelled before FAOM.

= Consider requesting cancellation of non-elected claims in SRR and/or examiner interview
before FAOM.
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The need to file an IDS will not justify a petition for an extra RCE

Danger of systematically failing to meet notice requirements
= Will not be deemed “inadvertent”.

= Registered practitioners may be referred to Office of Enrollment and Discipline.

Failing to pay the fees for a continuation does not provide the option to abandon the case
without it counting as a continuation

= Continuation abandoned before being examined will count as a continuation.
CIPs get two continuations

In limited situations, a divisional may be used as a placeholder for a continuation of a
parent

Divisional application does not count as ‘‘one more”’ continuation

= The USPTO recently clarified the ambiguity in the original language of the new rules to
stipulate that a divisional application filed after August 22, 2007 would not count toward the
“one more” permissible continuation.

Notice requirements relaxed for applications pending on November 1, 2007

= The USPTO recently relaxed the original notice requirements for applications pending on
November 1, 2007 so that applicants need to only identify all commonly owned non-
provisional applications and/or patents having a common inventor and the same filing or
priority date.

For Further Information

Please contact your Wolf Greenfield attorney to discuss appropriate strategies for your particular
situation.
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The New Rules: Detailed Analysis of

Strategies, Pitfalls, and Actions to Consider Immediately

October 16, 2007

The following is a detailed analysis of the issues, considerations and recommendations
in the accompanying Client Alert, with citations to the new rules themselves and other
supplementary materials.**2

l. Actions to Consider Before November 1, 2007

1. File an RCE or that option may be lost forever in some cases

The new rules place no restrictions on the number of RCEs that may be filed before
November 1, 2007, but there is no “one more” provision for RCEs like there is for continuations
as discussed below. That distinction is significant, and informs our recommendation for
handling RCEs between now and November 1, 2007.

For any application in which an RCE has already been filed in either (1) that case itself or
(2) any other case in the same “family of continuations,” no new RCE will be provided after
November 1, 2007 without a petition. (Rule 114). We recommend adopting a strategy that
presumes that no such petition will be granted, and consequently, no RCEs will be possible for
such cases after November 1, 2007.

An applicant should consider (1) identifying all cases that have an outstanding final
office action and wherein an RCE has already been filed in any case in its continuation family,

(2) consider whether the filing of an RCE would be advantageous in each identified case, and

! See “37 CFR Part 1, Changes to Practice for Continued Examination Filings, Patent Applications Containing
Patentably Indistinct Claims, and Examination of Claims in Patent Applications; Final Rule,” Federal Register, VVol.
72, No. 161, August 21, 2007, pp. 46716 — 46843.

2 See also “Clarification of the Transitional Provisions Relating to Continuing Applications and Applications
Containing Patentably Indistinct Claims,” October 10, 2007,
http://www.uspto.gov/web/offices/pac/dapp/opla/preognotice/cimcontclarification.pdf, and updates to “Questions
and Answers Claims and Continuations Final Rule,” October 10, 2007,
http://www.uspto.gov/web/offices/pac/dapp/opla/presentation/ccfrfag.pdf
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(3) for those wherein an RCE would be advantageous, file one before November 1, 2007. In
determining whether an RCE would be advantageous, we recommend considering whether any
additional amendments might be desirable. If so, strong consideration should be given to filing
them as soon as possible (and no later than November 1, 2007), so that an RCE can be filed prior
to that date to ensure that the amendment is entered.

With respect to cases that are after final but wherein no RCE has already been filed
anywhere in the application’s continuation family, there is no need to “rush” an RCE before
November 1, 2007, as filing an RCE before November 1, 2007 in those cases will preclude an
RCE from being filed later in that case or any others in its continuation family. Since an RCE
can prove very valuable, careful strategic thought should be given to how it should be used.

In the past, RCEs could be used to enable the submission of an IDS in cases that had
proceeded to the point in prosecution where filing the IDS was not possible. In view of the
restriction on the number of RCEs that will go into effect November 1, 2007, that may no longer
be possible. Thus, we recommend that an applicant identify any case in which it is desirable to
submit an IDS but wherein such a submission would require an RCE, and consider filing the IDS
along with an RCE prior to November 1, 2007, particularly in cases where the right to file an
RCE will be lost after November 1, 2007. In its comments in connection with the new rules, the
USPTO has made clear that filing an IDS will not be a sufficient basis for granting a petition
under Rule 114 to file an extra RCE. (See Comment 85 at pg. 46773). The USPTO has
indicated that new IDS rules will be adopted soon. However, as there is some uncertainty about
what the final IDS rules will be, it cannot be guaranteed that it will be possible to file an IDS
without an RCE in circumstances where an RCE would be required under the existing rules.

In the supporting materials published when the rules were first announced, the USPTO
had slides indicating that a continuation family would include all applications in a family with a
common root (or parent) case. (also see Supplementary Information, pg. 46716, center column,
and Questions A5 and D1 of Questions and Answers published by the USPTO on 10/10/07).
However, this interpretation does not comport with the literal language of the rule limiting RCEs.
(See Rule 114(f)). The USPTO has recently revised its slides, removing those suggesting that

two applications that are not in a direct continuation chain are limited to a single RCE.
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The simple example below illustrates the point.

RCE

CON1

CON2

™~ rcE

In the example above, a single parent application has spawned two continuation
applications (i.e., CON1 and CONZ2), and no RCE has been filed in the parent application. Each
continuation application claims priority directly to the parent application, but the continuation
applications do not claim priority to each other.

In the supporting materials when the rules were initially announced, the USPTO
indicated that if an RCE had already been filed from CON1, no RCE could be filed from CON2.
However, that is inconsistent with the language of Rule 114(f), which refers to limiting to a
single RCE only applications that are in a direct priority chain (i.e., those that directly claim
priority to each other). The USPTO has specifically retracted some of its earlier commentary
that directly addressed the point. Thus, it appears an applicant is entitled to file an RCE from an
application such as CON2 above. We will continue to monitor this situation, and suggest that
before an applicant make any decision impacted by this provision, that they consult with their

Wolf Greenfield attorney.

2. Consider the consequences of the new rules for new applications being
drafted

The new rules will apply to any application filed from here on out, including those filed
before November 1, so that the strategic considerations discussed herein need to be taken into

account now.
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3. Consider database updates to support notification and other strategic actions

There are certain notice requirements under the new rules for which compliance would be
greatly facilitated if an applicant could perform searches of its database to identify relevant
cases. The notice requirements relate to both applications pending on November 1, 2007 and
applications filed on or after November 1, 2007. In the notice published October 10, 2007, the
PTO significantly modified the original notice requirement under the new rules to distinguish
between applications filed before November 1, 2007 and applications filed on or after November
1, 2007. The modification relaxed the notice requirement for applications pending on November
1, 2007 which should ease the burden on applicants.

For applications pending on November 1, 2007 or filed on or after November 1, 2007,
applicants need to identify all commonly owned non-provisional applications and/or patents
having a common inventor and a same filing or priority date. For applications filed on or after
November 1, 2007, applicants need to identify all commonly owned non-provisional applications
and/or patents having a common inventor and a filing or priority date that is within two months
of the filing or priority date of the subject application and is on or after November 1, 2007.

To facilitate compliance with the notice requirements, applicants with portfolios spread
across multiple firms may consider evaluating whether their database is fully populated with all
of the desired information, and if not, may consider the advisability of supplementing the

database.

4. Consider canceling any non-elected/withdrawn claims

For pending applications in which a restriction/election has been made, consider
canceling non-elected/withdrawn claims to avoid possible later rejoinder of withdrawn claims or
reconsideration of restriction by examiner that may cause the application to exceed the 5/25
limit.

As discussed in Questions F10 and F11 in the USPTO Questions and Answers published
on 10/10/07, withdrawn claims will not be taken into account in determining whether an
application exceeds the 5/25 limit. (Rule 75(b)(5)). However, withdrawn claims that are
reinstated (e.g., as a result of reconsideration by the examiner) or rejoined (e.g., upon allowance
of a generic claim) will be considered as counting toward the 5/25 limit. Unless an ESD is filed

before the issuance of a FAOM, the application must remain at or under the 5/25 limit.
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Accordingly, to avoid the possibility of exceeding the 5/25 limit as a result of reconsideration or
rejoinder of withdrawn claims, applicants may consider canceling claims that are withdrawn
pursuant to a restriction/election. (See Comment 11 of Federal Register, pg. 46747-46748).

The USPTO commentary further suggests that the possibility exists to pursue a divisional
application to claims drawn to a non-elected species. We are still looking into whether this
option is available if a generic claim is pursued in the parent application. Thus, before adopting

this approach, applicants should consult with their Wolf Greenfield attorney.

5. Do not delay issuance of a first action on the merits (FAOM)

The new rules relating to the 5/25 claims apply only to pending cases in which a first
action on the merits (FAOM) was not mailed before November 1, 2007. Thus, to the extent any
action can be taken to not delay receipt of a first action on the merits (e.g., by orally electing
claims in response to a call from an Examiner relating to a restriction), such action should be
considered.

It should be appreciated that the benefit of a FAOM might be somewhat muted if there
are other “related” applications that share the same filing (or priority) date and have not received
a FAOM, as the 5/25 rule will apply to those cases. Thus, up until the point of allowance, the
USPTO will still consider the claims in cases in which a FAOM has been received against any

other “related” cases in which a FAOM was not received by November 1, 2007.

6. Address cases where there has been no FAOM and there are more than 5

independent or 25 total claims

For all pending applications in which no FAOM has been received, if there are more than
5/25 claims, some action should be considered before issuance of a first action. Being proactive
may avoid the delay that will result from the case being unready for examination when the
examiner picks it up, and may reduce the delay before receiving a FAOM. Options for these
cases include (1) filing an ESD, (2) reducing the claims to fit within 5/25 or (3) filing a
suggested requirement for restriction (SRR) under 81.142(c) accompanied by an election of an
invention including no more than 5/25 claims which will be pursued in the application if the
request for restriction is granted.

As stated elsewhere, we generally recommend against filing ESDs.
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As for the 5/25 rule, while the USPTO will notify an applicant if the case is not in
compliance, we recommend that an applicant consider proactively analyzing its portfolio rather
than awaiting such a notice for several reasons. First, Rule 76(b)(3) states that such notification
will be provided if non-compliance with the 5/25 requirement “appears to have been
inadvertent.” The comments published with the rules (see e.g., Comment 217, pg. 46798)
indicate that the office will not generally question whether the failure to act was inadvertent, but
where a particular applicant appears to have a pattern of not acting, the office may be less
inclined to consider an omission to be inadvertent. Thus, there may be some risk in intentionally
choosing to not act.

Filing SRRs soon may add value. For any case in which applicant may wish to file a
SRR, that opportunity would be lost if the examiner were to issue his/her own restriction
requirement first (see Rule 142(c)), and we believe it to be preferable to take advantage of the

opportunity to influence the Examiner’s decision by getting a SRR considered.

7. In any family with two continuations already filed, give careful thought

before filing any continuation before November 1, 2007

The language entitling an applicant who has already filed two or more continuations to
file “one more” after November 1, 2007 can be an important provision is some application
families, particularly those in which there may be unmined subject matter as discussed in the
section immediately below. The provision authorizing “one more” continuation application
appears in the “SUPPLEMENTARY INFORMATION?” section of the Federal Register
published with the new rules, at column one of page 46717. The language indicates that the “one
more” continuation is provided only if “there is no other application filed on or after August 21,
2007 that also claims the benefit under 35 U.S.C. 120, 121 or 365(c) of such prior-filed non-
provisional applications or international applications.” A literal interpretation of this language
suggests that the filing of any continuing application (including a divisional application) would
count as the “one more.” We have been in communication with USPTO since the publication of
the new rules to seek clarification on this issue. They acknowledged the ambiguity and very
recently provided that clarification.

In particular, in a notice published October 10, 20072, the USPTO modified the “one
more” provision to clarify that a divisional application filed anytime after August 21, 2007
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pursuant to a restriction/election in an application family would not count toward the “one more”
permissible continuation or CIP application in the application family; i.e., an applicant may file
one more continuation or CIP application and any continuing applications that satisfy the
conditions set forth in Rules 78 (d)(1)(ii), (d)(1)(iii) or (d)(1)(vi) (i.e., a divisional, a continuation
of a divisional, or an application with a petition).

Notwithstanding the recent important clarification from the USPTO, this is a complex
issue that implicates a number of possible filing strategies, some of which are discussed below.
Accordingly, we recommend that applicants consult with their Wolf Greenfield attorney before

filing any additional continuation application in the family in which two have already been filed.

8. Identify any applications with “unmined” disclosure

Under the prior rules, some applicants adopted a strategy in which an omnibus
specification was filed that disclosed a number of patentable concepts, but wherein only a subset
of those concepts were claimed in the original application, with the expectation that continuation
applications would be filed down the road the pursue disclosed but unclaimed concepts. The
restrictions on the number of claims and continuations going forward raise some strategic
considerations for such applications. Thus, any applicant having such an application should
confer with their Wolf Greenfield attorney in advance of November 1, 2007 to adopt a strategy
for proceeding.

One approach to consider is to introduce into an existing application claims directed to all
of the unclaimed subject matter in the hopes of provoking a restriction requirement. A restriction
requirement would be extremely valuable, as it would enable the filing of a divisional application
to each restricted concept, and each divisional application would then be entitled to two
continuation applications and an RCE. A restriction requirement could be encouraged by filing
an SRR. In addition, in cases in which an FAOM has already been received, an option to
consider is adding in the new claims directed to different concepts, with the expectation that the
Examiner may refuse to examine them after prosecution has proceeded to an FAOM, as they are
not directed to invention the applicant has “elected by presentation.” Under that circumstance,
the USPTO commentary indicates that the refusal to enter the claims provides grounds for filing
a divisional application (see Question C7 in the USPTO Questions and Answers published
10/10/07).

© 2007 Wolf, Greenfield & Sacks, P.C. 7



A consideration before adopting a strategy predicated on the hope of receiving a
restriction requirement is that under the new rules there is some uncertainty about how stringent
Examiner’s will be in granting restrictions. The USPTO has made clear that an Examiner’s
decision to grant a restriction is entirely discretionary and unreviewable (see No. 4 under
possible traps below). This should be factored into any decision.

An alternative approach rather than rely upon restriction is to file a number of separate
applications directed to unmined patentable inventions before November 1, 2007. In this respect,
there is no restriction on the number of continuation applications that can be filed prior to that
date, so that if there are a number of distinct concepts consideration could be given to filing a
separate application directed to each. As such applications will share a common filing date, the
claims in them will be presumed to be patentably indistinct, and that presumption will need to
rebutted. However, the Examiner will be forced to evaluate that issue using established criteria,
and that decision would be reviewable. In particular, the standard for “patentably indistinct” is
the same as the one-way distinctness test currently applied in an obviousness-type double
patenting analysis (see MPEP 804(11)(B)(1)(a) and Question J19 of the USPTO Questions and
Answers published 10/10/07).

This is a complex area, with a number of factors to consider, and we recommend that

applicants consult with their Wolf Greenfield attorney about what strategy is best for them.

[I.  Actions to Consider After November 1, 2007 and Going Forward

1. For each pending application, notify the USPTO of any “related” applications

The USPTO originally stated that the provisions in Rule 78(f) apply to any application
pending on or after November 1, 2007 that has not been allowed. However, in the notice
published October 10, 20072, the USPTO significantly modified Rule 78(f)(1) to distinguish
between applications filed before November 1, 2007, and applications filed on or after
November 1, 2007.

For all applications pending as of November 1, 2007 or filed on or after November 1,
2007, an applicant is required to identify in a separate paper each other pending non-provisional
application and/or patent that has a same filing or priority date, shares at least one common

inventor, and is owned by the same entity. To be clear, for any case in which priority is claimed,
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this may entail identifying other applications based upon multiple dates, including the actual
filing date of the subject application as well as the filing date of every case to which priority is
claimed, including provisional applications. (See e.g., Comment 114 in the Federal Register, pg.
46780).

There is an additional requirement under Rule 78(f)(1) that applies only to applications
filed on or after November 1, 2007. Specifically, in these applications, an applicant is required
to identify each other pending non-provisional application and/or patent that has a filing or
priority date within two months of the actual/priority date(s) and is on or after November 1,
2007, shares at least one common inventor, and is owned by the same entity.

With respect to timing, the identification must be filed in an application within four
months of filing of the application, or within two months from receipt of the filing receipt in a
“related application” (e.g., if the “related application” is filed later), whichever is later.
However, for any applications filed before November 1, 2007, applicant has until February 1,
2008 to make any necessary identifications.

In view of the foregoing, we recommend that an applicant consider performing a search
of its portfolio to identify all families of “related” applications and patents filed through October
31, 2007 and meeting the conditions above, and file a paper in each by February 1, 2008.
Logistically, it may be advisable for an applicant to perform the search internally (instead of or
in addition to having all outside counsel do so) to deal with the potential that “related” cases may
be spread across multiple firms.

The performance of a search suggests that one or more databases are available with all of
the information necessary to search. If an applicant does not have databases currently populated
with all of the necessary information (e.g., naming every inventor as opposed to simply a single
named inventor), we would recommend that an applicant consider beginning the process of
updating any necessary databases to include the information that will facilitate searching to
comply with the new rules.

For all new cases filed after November 1, 2007, we recommend that an applicant develop
a procedure for identifying any related cases meeting these conditions and ensure that all
necessary identifications are filed. Again, the procedures should account for the possibility that
some “related” applications may be filed by different outside counsel who may be unaware of
the “related” cases handled by others.
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2. Rebut any presumption of patentable indistinctiveness between related patent
applications where applicable

The provisions of Rule 78(f)(2) are closely related to the identification of “related” cases
discussed immediately above in connection with Rule 78(f)(1), but note that the grouping of
“related” cases for purposes of Rule 78(f)(2) includes only cases with the exact same filing or
priority date.

Rule 78(f)(2) serves different purposes (and has different effect) for patents that are
“related” versus other pending applications that are “related” as explained below.

A rebuttable presumption arises that the claims in an application are patentably indistinct
from those in “related” applications and patents meeting the following criteria: (A) the same
filing date or priority date, (B) at least one common inventor, (C) commonly owned, and (D)
include substantial overlapping disclosure. (See 81.78(f)(2)(i)).

For an application that has not been allowed, Rule 78(f)(2)(ii) requires that an applicant
take one of the following two actions: (1) rebut the presumption by explaining that the
application contains only claims that are patentably distinct “from the claims in each of such
other pending nonprovisional applications or patents™; or (2) file a terminal disclaimer and, if
any of the “related” cases are pending applications, explain why there are multiple pending cases
with patentably indistinct claims.

With respect to timing, one of the specified actions must be taken in an application within
four months of filing of the application, or within two months from receipt of the filing receipt in
the “related application,” whichever is later. However, for any applications filed before
November 1, 2007, applicant has until February 1, 2008 to take one of the necessary actions.

In view of the foregoing, we recommend that an applicant consider performing a search
of its portfolio to identify all families of “related” applications and patents meeting the
conditions above, and take appropriate action by February 1, 2008. As discussed above,
logistically it may advisable for an applicant to perform the search internally (instead of or in
addition to having all outside counsel do so) to deal with the potential that “related” cases may
be spread across multiple firms.

With respect to the action to be taken, we would draw a distinction between “related”
patents and “related” applications. With respect to applications, it may be critical to argue that

they are patentably distinct whenever possible, for two reasons. First, it is unclear what (if any)
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justification the USPTO will accept for allowing multiple cases to proceed in parallel with
patentably indistinct claims, so that if the presumption is not rebutted the USPTO will likely
collapse the multiple applications to one. Second, pending cases in which no first action on the
merits (FAOM) has been received by November 1, 2007 will be subject to the 5/25 claim
limitation across all related cases. Thus, if no showing is made that the claims are patentably
distinct, the USPTO will require cancellation of claims to reduce the total number for the family
down to 5/25. We expect that most pending cases an applicant has on file that will be “related”
under this provision will be “voluntary divisionals” wherein at least the independent claims are
patentably distinct (an analysis of the dependent claims may need to be performed and some
cancelled where necessary to ensure that patentable distinctiveness applies across the full claim
sets), so that it should be possible to make a showing that the claims are distinct.

With respect to issued patents, it appears that the nature of the required action may be
less important. Once the claims in an application are allowed, they are not counted against other
“related” applications for the 5/25 restriction. Thus, if applicant believes that it can live with the
co-ownership restriction of a terminal disclaimer, there may be no downside to filing a terminal
disclaimer rather than arguing that the claims in a pending application are patentably distinct
from those in a patent. The terminal disclaimer may be more desirable in some cases as it may
be less expensive than analyzing all of the claims in the application and the patent, and may
avoid creating potential file history issues as a result of having to characterize the claims.

As should be appreciated from the foregoing, this rule serves different purposes with
respect to “related” patents versus applications. For patents, it essentially creates a rebuttable
presumption that a double patenting rejection applies and forces the applicant to overcome it.
For applications, it forces the applicant to explain why the claims are patentably distinct, which
can have implications for the 5/25 claim limits.

With respect to rebutting the presumption of patentable indistinctness, the USPTO has
indicated that the presumption can be overcome by pointing to a unique element in the
independent claims of an application that patentably distinguishes them from the claims in other
related application or patents that gave rise to the presumption (see Question J20 of the USPTO
Questions and Answers published 10/10/07). In clarifying one-way distinctness in an
obviousness-type double patenting analysis, the USPTO indicated that claims in a first
application need only be patentably distinct from those in a second application giving rise to the
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presumption, but not vice versa (see Question J26 of the USPTO Questions and Answers
published 10/10/07). We note that this is an interesting interpretation, as the specific one-way
patentability test referred to in the MPEP is always applied by looking at the claims of an issued
patent and considering the patentable distinctiveness of those in a pending application. When
comparing two pending applications, that test does not literally fit. An alternate interpretation
might have suggested that the one-way patentability test be applied in the first application and
then again (and in the opposite direction) in the second application, but that does not appear to be

the position of the USPTO, which will make it relatively easier to rebut the presumption.

3. Actions to consider for CIP applications

For pending CIPs without a FAOM as of November 1, and for all CIPs filed on or after
November 1, an applicant must identify all claims that are supported by a prior application to
which priority is claimed. If an applicant does not identify the claims in a CIP that are supported
by a parent application, any claims not so identified will be examined based only on the actual
filing date of the CIP. While the identification of claims entitled to an earlier priority date can be
submitted anytime during prosecution, a late submission will not preclude a next action from
being made final even if a new rejection is made.

We suggest an applicant consider performing a search to identify all pending CIPs
without a FAOM. For those in which some claims are supported by the parent application,
consideration should be given to identifying those claims to the USPTO prior to November 1,
2007, as the cost of a “wasted” office action examining the claims based on the wrong priority
date goes up significantly in view of the new rules and the premium they place on efficient
prosecution.

If no support in prior-filed application(s) is found, an applicant should consider amending
a CIP’s priority claim to remove reference(s) to prior-filed application(s). The USPTO has
commented that this practice is expected in some cases and acceptable (See Question B12 on
pages 8-9 of the USPTO Questions and Answers regarding the new rules, published 10/10/07).
However, once any benefit claim is removed, it cannot be subsequently added back to the CIP.
Thus, careful consideration should be given before removing the priority claim.

There are a number of factors to be considered before removing a priority claim,

including impact on not only the application from which the priority claim is removed, but also
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potentially any other pending application or issued patent that may claim priority through the
CIP application to an earlier-filed application. Thus, we recommend that applicants consult with

their Wolf Greenfield attorney before making any decision about removing a priority claim.

4. Use the “one more” continuation strategically

The publication of the rules in the Federal Register indicates that the “Supplementary
Information” includes applicability and compliance dates. The Supplementary Information
makes clear that the changes to Rule 1.78(d)(1) limiting continuations apply only to applications
filed after November 1, 2007. Thus, there is no restriction on filing multiple continuations
before that date. However, as discussed above (see Sections 1(8) and 1(9)), this section also
makes clear that if no continuations are filed between the August 21, 2007 publication date of the
rules and November 1, 2007, then “one more” continuation will be authorized, irrespective of
how many continuations had been filed before August 21, 2007. (See column one of pg. 46717).

As a result, for families of cases that are already pending and have two or more
continuations that were filed before the rules were published on August 21, 2007, one more
continuation can be filed without a petition and showing. Again, we believe it to be prudent to
assume the USPTO will rarely grant such petitions, and our recommended strategy assumes that
the granting of such a petition would be a “bonus” that should not be counted on.

As discussed above, in those families where two continuations have already been filed
and there are multiple disclosed but unclaimed concepts, an option warranting consideration is to
file multiple continuations before November 1, 2007.

As also disclosed above, an alternative approach under that circumstance would be to
wait until after November 1, 2007 and to use the “one more” continuation to file one large claim
set with up to 5/25 claims directed to each patentably distinct concept, and to include a suggested
restriction requirement (SRR). If the restriction is granted, it will place the applicant in a far
more favorable position than if applicant had previously filed a number of “voluntary
divisionals.” Specifically, following restriction, each divisional will have the benefit of two
continuations and an RCE. Conversely, if the “voluntary divisional” approach were adopted, no
further continuations would be authorized, and if an RCE had already been filed in the family, no
further RCE may be possible in any of the new continuations.
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The above described benefit to our suggested approach will, of course, only come to
fruition if the SRR is granted. As discussed above, the decision of the Examiner to grant an SRR
is discretionary and unreviewable. In addition, this strategy relies upon an interpretation of the
“one more” continuation language under which the filing of later divisionals does not render the
“one more” continuation unauthorized. As discussed in section 1(8) above, we are seeking
clarification from the USPTO and caution should be exercised in adopting this approach unless
and until such clarification is received and indicates that later filed applications will not render
the “one more” continuation unauthorized.

In other circumstances, it may be desirable to hold off on filing any additional
continuations until after November 1, 2007 and make good use of the “one extra” continuation
authorized under those circumstances. As discussed below in our advice about long term
strategy under the new rules, a continuation can be extremely valuable, and can be used for one
of three primary purposes, i.e., (1) to continue prosecution of a critical main feature disclosed in
a parent application and thereby get another “bite at the apple” in front of the Examiner with the
ability to tweak the claims; (2) to get an additional 5/25 claims to a key concept that might have
already been allowed (but perhaps only after some compromise in claim scope); or (3) to pursue
a “voluntary divisional” to a different concept that the USPTO might refuse to restrict. Holding
onto the continuation provides flexibility (e.g., it allows an applicant to see how prosecution
develops on important concepts currently pending or adjust to changes in the marketplace that
might warrant “mining” disclosure in the specification for additional claimable subject matter)
which can be particularly valuable in view of the uncertainty of how the USPTO will apply the

new rules.

5. Use the one permitted RCE cautiously

In view of the fact that only a single RCE will be available for each direct continuation
chain with an application family, it should be used carefully and strategically (see Section(1)(1)
above regarding inconsistencies in USPTO commentary regarding the new RCE rules). As one
consideration, using an RCE to simply continue prosecution on the same record may not be
preferred in most cases. Rather, RCEs should more preferably be used to enable the entry of an

additional amendment, evidence, etc. If continued prosecution is desired on the same record,
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consideration should be given to appealing to preserve the RCE and any available continuations

for later use.

6. Assume petitions for any “extra” continuations or RCEs will be denied

Time will tell how liberal the USPTO will be in granting petitions for extra cases. At this
point, we believe it to be prudent to assume that such requests will be granted very infrequently.
The comments that the USPTO has provided with the published rules makes this abundantly
clear, as they are almost universally negative in responding to questions about whether certain
conditions would justify the granting of a petition to file an extra continuation or RCE (see
Questions E4 — E8 of the USPTO Questions and Answers published on 10/10/07). Thus, we
believe that applicants should adopt strategies that effectively assume that no “extra” cases will

be granted, and that thinking underlies our recommendations.

7. Try to avoid an Examination Support Document (ESD) where at all possible

We believe that filing an examination support document (ESD) should be avoided where
possible for a number of reasons. The requirements for an ESD are onerous. In most cases, they
will be expensive to generate. In addition, an ESD requires characterizing claim limitations and
references in ways that carry risks of creating narrowing prosecution histories, and risks of
providing yet another source of material that third parties can use to make inequitable conduct
charges (e.g., challenging the characterizations made therein about which prior art is “closest”).
Thus, although it may be appropriate in some circumstances to file an ESD to get more than 5/25
claims considered, we believe that applicants should consider strategies that assume that no
ESDs will be filed, and that thinking influences our recommendations.

8. Adopt focused front-end loaded drafting and prosecution strategies

In view of the limits on claims and continuations, it may be more important than ever to
identify as early as possible the scope of allowable subject matter. Thus, it may be desirable to
consider performing a prior art search prior to filing so that the claim drafting process can be as
informed as possible to focus on the patentable subject matter which may reduce the number of
back-and-forth exchanges necessary with an Examiner. Of course, performing prior art

searching raises a number of implications that would need to be fully considered and balanced.
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The restriction to one RCE for a direct continuation chain in an application family places
an increased burden on getting to the heart of the issues during prosecution as quickly as
possible. While this was already desirable in many circumstances for both cost reasons and to
accelerate issuance, the stakes are raised by the inability to rely on RCEs to further prosecution
(e.g., by enabling additional claim limitations that often are fairly insubstantial but address the
Examiner’s concerns). Given the limited time Examiners typically are given to grasp the
technology and the scope of the claims being prosecuted, under the new rules it is more
important than ever to get the Examiner up to speed quickly.

In view of the foregoing, we recommend considering a prosecution strategy that involves
interviewing cases after first action, and preceding the interview by providing a full draft
response that addresses all issues and includes a detailed summary of the invention and the key
prior art references. Our experience has been that this strategy can be very effective in bringing
the Examiner up to speed quickly, identifying the arguments that might be persuasive to him/her
and those that will not, and to learn what the Examiner’s key concerns are so that the draft

response can be modified to persuasively address them.

9. Restrictions will be invaluable — encourage them and don’t traverse

Under the new rules, restrictions will be invaluable, as each restricted claim set stands on
its own and is not grouped under the 5/25 limitation with any other claims from which it has
been restricted. In addition, divisionals filed in response to a restriction create a new family of
cases that is entitled to two continuations and an RCE.

Restrictions can be encouraged by the filing an SRR and/or by employing claim drafting
techniques that increase the likelihood of a restriction.

In pending applications in which an FAOM has already been received, consideration may
also be given to adding claims directed to different concepts. The Examiner may be unlikely to
examine such claims and withdraw them from consideration, indicating that they are directed to
a different invention than one that the applicant “elected by original presentation.” The USPTO
has indicated that refusal to enter claims based upon election by original presentation is grounds
for filing a divisional application. (See Question C7 of the USPTO Questions and Answers
published 10/10/07).
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10.  Consider provisional and/or PCT applications to buy time/keep options open
when prosecution strategy is not clear at the outset and/or for strategic benefit

For cases in which there might be some uncertainty about what disclosed aspects are
most important to claim or where it may be desirable to buy time to develop evidence in support
of patentability, filing the full application as a provisional can be considered to buy some time, as
provisionals are not counted as continuations under the new rules.

A PCT application may also be considered for the purpose of buying time, either alone or
claiming priority to a provisional. If so, there are strategic considerations in picking the
searching authority (i.e., USPTO or EPO) and whether to file a demand.

The US may be selected as the examining authority and a demand for examination can be
requested if it is desired to achieve some progress in identifying issues and moving the case
forward before even entering the US. This might prove particularly useful if the national stage
entry is assigned to the same Examiner.

Alternatively, if there are multiple disclosed independent concepts and it is desired to
seek restriction, it may be preferable to elect the European Patent Office (EPO) as the search
authority because in some circumstances, unity objections at the EPO may be more predicable.
The USPTO has indicated that if the unity objection is made in a PCT application, divisional
applications in the US may be filed based upon the unity objections, whether or not a Chapter Il
Demand for examination was filed. (See Question C11 of the USPTO Questions and Answers
published 10/10/07). The PTO had originally indicated that a divisional application could only
be filed to pursue claims not examined during the PCT phase. This created a risk when filing a
Chapter Il Demand that claims examined during the PCT phase could not be pursued in a
divisional application even if such claims were restricted out during national phase examination
in the US. However, in the notice published October 10, 2007, the PTO stipulated that a
divisional application could be filed for claims restricted during national phase examination in
the US, regardless of whether such claims were examined during the PCT phase.

In our experience, the unity requirements, particularly when applied by a European
examiner, would provide significantly more certainty than relying upon an SRR ina U.S.
application. For example, European examiners rarely authorize multiple claims in the same class

(e.g., multiple method claims or multiple apparatus claims). In addition, to the extent there is a
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risk that the USPTO will pressure its examiners to be stingy in providing restriction

requirements, no similar incentive applies to the European examiners operating under the PCT.

11.  Consider avoiding omnibus applications supporting multiple claim sets where
possible, and when not, carefully consider the options

a. Benefits of avoiding omnibus specifications

It is not uncommon in drafting applications to identify multiple sets of independently
patentable concepts. Previously, one option was to draft a single large specification (an
“omnibus” application) for efficiency purposes and file multiple cases with the common
specification, each with a set of claims directed to a different one of the patentable concepts
disclosed in the common specification. These are similar to “voluntary divisionals.” This
approach has some risks under the new rules, as a set of “voluntary divisionals” will fall under
the presumption in the new rules that the claims are patentably indistinct.

More generally, it should be appreciated that the provision of Rule 75(b)(4) that groups
together claims from multiple co-pending applications under the 5/25 limit is far more
comprehensive than the definitions of “related” applications that trigger the above-discussed
notice requirement and the presumption that the claims in “related” applications are patentably
indistinct. In this respect, under Rule 75(b)(4), all the claims in two applications will be grouped
for the 5/25 limit if there is at least one claim in each case that is patentably indistinct from at
least one claim in the other, and if the applications are commonly owned. In view of the
foregoing, filing applications that don’t fit the description of “related” applications is not a safe
harbor that would preclude the USPTO from grouping together the claims in those “unrelated”
cases.

Nevertheless, although only time will tell, we believe it will be far less likely that the
USPTO will group together claims in cases that don’t fall within the presumption under Rule
78(f)(2)(i). That presumption only applies if there is “substantial overlapping disclosure” in the
applications, which the USPTO interprets as existing if one of the applications provides written
description support for a claim in the other. (See the response to Comment 147 at pg. 46785 in
the Federal Register). Thus, one approach that warrants consideration is to avoid filing one large
*omnibus” specification with “overlapping disclosure” that discloses multiple independent

patentable concepts, but rather to file separate non-overlapping specifications to each concept.
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In cases where the subject matter is easily segregated in this manner, this approach may be
worthwhile, as the two cases would not be subject to the presumption that their claims are
patentable indistinct.

Alternatively, “voluntary divisionals” filed on the same day will fall under the
presumption in the new rules that the claims are patentably indistinct. Thus, if an applicant is not
able to persuade the Patent Office that the claims are patentably distinct, the applicant will be
forced to reduce the claim sets in all of the cases to 5/25, and may also be forced to group those
5/25 claims into a single case and abandon the others. This might result not only in a loss of
comprehensive claim scope, but also in the applicant unnecessarily incurring the filing fees for
multiple applications that will not be examined and will have to be abandoned. Thus, where

possible, it may be desirable to avoid this approach.

b. Strategic considerations for omnibus cases

Despite the risks, we believe that filing multiple applications sharing a common
specification may continue to be the best approach in some circumstances. More specifically,
some cases are not amenable to carving up and separating the disclosure that supports different
claim sets, as the different claim sets often are directed to different aspects of the same system.
For those cases, different approaches should be considered. There are two basic strategies that
we believe warrant consideration. Each provides some relative benefits, but also some relative
risks. Thus, we do not see either of these options as the perfect solution to be applied to all
cases, but rather, the relative benefits and risks of these approaches should be considered on a
case-by-case basis to determine which to adopt. In addition, in some circumstances, it may make
sense to combine these two strategies and use them together, by filing two or more “voluntary
divisional” applications, but in one or more of them including two or more patentably distinct

claim sets along with an SRR.

bl.  Requesting restriction
One possible approach is to file a common specification, but also a large claim set that
includes up to 5/25 claims for each of the different independent concepts that applicant would
like to pursue. Along with such an application, a suggested requirement for restriction (SRR)
under 81.142(c) may be filed.

© 2007 Wolf, Greenfield & Sacks, P.C. 19



The hoped for result is that the USPTO will grant the request for restriction, as this would
enable applicant to file separate divisional families to each restricted claim set, with each having
its own 5/25 claims, two continuations and an RCE.

There are two potential downsides to this approach, i.e., (1) the impact on claim fees and
(2) being at the whim of the Examiner.

Claim fees upon filing could be substantial for this approach, particularly if there are a
large number of separately patentable concepts. The rules provide for a refund of the fees for
any claims canceled before a first action on the merits (FAOM). See §1.117. Although the
USPTO will not examine more than 5/25 claims on the merits, there is an aspect in the SRR rules
that may preclude applicant from being able to receive a refund if the SRR is granted. In this
respect, an SRR must include an election of a set of 5/25 claims that will be pursued if the
Examiner grants the SRR. Thus, if the SRR is granted, the first notification of this an applicant
will receive will be an Office Action that includes not only the restriction requirement, but also is
an action on the merits of the elected claim set. The non-elected claims will have been
withdrawn, but not canceled, so that the applicant would not be entitled to a refund. (See page
46740 of the Federal Register).

One potential approach to be considered to deal with this problem is to include in the
SRR a statement authorizing the Examiner to cancel any withdrawn claims if the SRR is granted,
along with a request that the Examiner do so. If the Examiner cancels the claims before issuing a
FAOM, the applicant would be entitled to the refund. However, at this point, it is impossible to
predict how Examiners would react to such a request and whether it could be relied upon.

A second risk is that the USPTO has made clear that an applicant is not entitled to a
restriction even if the claims are patentably distinct, and that a restriction is granted at the
discretion of the Examiner. (See pages 46740-46741 of the Federal Register). In addition, a
decision to not restrict an application is not an action or requirement within the meaning of Rule
181(a), so that it is not reviewable. As a result, if an Examiner refuses to issue a restriction
requirement, applicant would have no recourse to challenge that decision. (See page 46741 of
the Federal Register).

In view of the fact that the decision of the Examiner to grant or deny a restriction
requirement is discretionary and unreviewable, following an approach that relies heavily on

filing multiple claim sets with the hope and expectation that patentably distinct claim sets will be
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restricted and therefore entitled to two divisionals and an RCE is risky. Thus, an applicant may
wish to consider this approach only for claim sets where the applicant feels that it could live with
an Examiner’s adverse decision to refuse to restrict, such that the 5/25 claims in the parent and
hopefully an additional 5/25 claims in two continuations would suffice.

The USPTQO’s decision on the SRR can obviously have a profound impact on prosecution
strategy going forward. If an applicant is able to obtain a restriction for each desired concept,
there will be a separate family of cases directed to each independent concept, and the limitation
to two continuations and one RCE for each family may not be so onerous, as the applicant might
have the “luxury” in that circumstance of using the continuation applications to further
prosecution for the single concept, to take allowed subject matter while continuing to fight for
other claims, etc. Alternatively, if the USPTO’s response to the SRR is unfavorable, it may be
desirable to use each continuation to pursue claims to a concept different from what is claimed
in the parent. Attempting to prosecute the parent and each of the continuations to issuance for a
different concept will require particularly focused and efficient prosecution.

b2.  Multiple applications

As discussed above, another alternative approach includes filing multiple “voluntary
divisionals.” An advantage of this approach versus relying on an SRR is that there is a defined
standard that the Examiner must meet to count claims in two separate applications together under
the 5/25 limitation, i.e., the Examiner must find that the claims are patentably indistinct, or at
least that applicant has failed to overcome the rebuttable presumption. That decision is
reviewable. (See pgs. 46785-46786 of the Federal Register).

Of critical importance in seeking to protect patentably distinct concepts supported by the
same specification will be the ability to ensure that the USPTO does not require that all of the
claim concepts be pursued with a same 5/25 claims. In view of the fact that a concrete standard
must be applied if the voluntary divisional route is pursued, and that the determination is
reviewable, the voluntary divisional approach may be preferable to filing a number of claims in a
single specification with an SRR in some cases. We recommend that an applicant consider this
alternative for each of its cases in which multiple patentably distinct claim sets will be filed

supported by a single specification.
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b3. A hybrid approach

The SRR and voluntary divisional approaches need not be considered to be mutually
exclusive, as in some circumstances, they may both be used together as the best approach. For
example, if there are three or more concepts to be pursued based upon a single specification, it
may be desirable to file two or more voluntary divisional applications, but in one or more of
them to include claims directed to patentably distinct concepts along with an SRR. This may
provide the advantage of reducing the total number of applications that applicant would need to
file as compared with pursuing each patentably distinct concept in its own separate voluntary
divisional, but may also provide a hedge in the event that an Examiner refuses to issue an SRR,
as the claims to be pursued in a single application with an SRR can be selected so that there is a
high level of confidence of being able to prosecute to allowance all of the desired protection

using 5/25 claims in the parent application and two continuations.

12.  Consider filing full 5/25 claim sets
In view of the restrictions on the number of claims and continuations that can be filed, the
value of each claim has increased. Thus, in some cases, it may be worth paying additional claim

fees to go beyond the 3/20 provided for with the application filing fee to a full 5/25.

lll.  Observations / Possible Traps

1. The option of filing an ESD is foreclosed after a FAOM
If an application includes 5/25 claims and no ESD is filed prior to a FAOM, the
application must remain at the 5/25 claim limit.

2. The consequences of a denied petition for an extra RCE can be harsh

If an RCE has already been used in an application family and a second RCE is filed with
a petition, it should be appreciated that if the second RCE is considered to be improper as the
petition is non-grantable, the second RCE will not stay the period for reply or other proceedings.
Also, if an RCE is filed after a notice of appeal, the RCE withdraws the appeal. Thus, if an RCE
and petition is filed after a notice of appeal, the appeal is abandoned and denial of the petition
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could result in an abandoned application. Accordingly, if it is desired to appeal but also seek an
extra RCE, the RCE with petition should be filed before the notice of appeal.

3. Patentably distinct claims will not guarantee grant of an SRR

The USPTO has made clear that an applicant is not entitled to a restriction even if the
claims are patentably distinct, and that a restriction is granted at the discretion of the Examiner.
(See pages 46740-46741 of the Federal Register). In addition, a decision to not restrict an
application is not an action or requirement within the meaning of Rule 181(a), so that it is not
reviewable. As a result, if an Examiner refuses to issue a restriction requirement, an applicant

would have no recourse to challenge that decision. (See page 46741 of the Federal Register).

4. A granted SRR does not automatically permit refund for cancelled non-
elected claims
If an SRR is granted, the first notification of this an applicant will receive will be an
Office Action that includes not only the restriction requirement, but also is an action of the
merits of the elected claim set. The non-elected claims will have been withdrawn, but not
canceled, so that the applicant would not be entitled to a refund. (See page 46740 of the Federal
Register).

5. The need to file an IDS will not justify a petition for an extra RCE

In the past, RCEs could be used to enable the submission of an IDS in cases that had
proceeded to the point in prosecution where filing the IDS was not possible. In its comments in
connection with the new rules, the USPTO has made clear that filing an IDS will not be a
sufficient basis for granting a petition under Rule 114 to file an extra RCE. (See Comment 85 at
pg. 46773). This is, in our opinion, a significant shortcoming of the new rules. Where, for
example, prior art that arguably should be cited to the USPTO is newly discovered in an
application under final action in which no further RCE is available, discuss possible strategies
with you Wolf Greenfield attorney.
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6. Danger of systematically failing to meet notice requirements

At page 46779 of the Federal Register, the USPTO indicates that if a failure to provide
timely notice occurs inadvertently, an applicant should notify the office as soon as possible.
They also indicate that repeated failures may result in referral to the Office of Enrollment and
Discipline and include a reminder of one’s ethical responsibilities to comply with the rules. The
Office further notes that where a particular individual (either an applicant or attorney) has a
pattern of not providing an ESD or taking other action when required, the Office will be less
inclined to consider such an omission to be inadvertent, but otherwise will not generally question

whether the omission was inadvertent unless there is a reason to do so. (See page 46798).

7. Failing to pay the fees for a continuation does not provide the option to
abandon the case without it counting as a continuation

This question was specifically asked in Question B11 of the USPO Questions and
Answers published on 10/10/07, and the Patent Office’s response was that a continuation

abandoned even before being examined will count as a continuation.

8. CIPs get two continuations

In the “SUPPLEMENTARY INFORMATION” at page 46730 of the Federal Register,
the comments state that a CIP including one or more claims directed only to new subject matter
that is not entitled to the benefit of a prior application will be entitled under Rule 78(d)(2)(i) to
continue prosecution of claims limited to the “new” subject matter in the CIP via two
continuation applications. These additional continuation applications, however, may not claim

the benefit of any prior application to which the CIP claims a benefit.

9. In limited situations, a divisional may be used as a placeholder for a
continuation of a parent
An observation from parsing the rules on the filing of continuations (Rule 78(d)(1)(i)) is
that it is possible (under some limited circumstances) to use a divisional application as a
placeholder to provide co-pendency for the purpose of filing a later continuation application that
claims priority back, through the divisional, to the parent application, and claims subject matter
disclosed in the parent but not claimed in the divisional. Although this does not meet the
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requirement for one of the two “extra” continuations for the divisional (Rule 78(d)(1)(iii)), it is
nevertheless authorized under Rule 78(d)(1)(i), but would “waste” one of the two extra
continuations from the divisional, and also count as one of the two continuations from the parent.
The limitation is that the divisional must claim priority directly to the parent, because the
authorizing section of Rule 78(d)(1)(i)(A) states that the final continuation cannot claim priority
to more than two prior filed cases. One such exemplary scenario is discussed in Question C12 of
the USPTO Questions and Answers published on 10/10/07). The first diagram below illustrates
another authorized scenario, whereas the scenario depicted in the second diagram would not be

authorized.

Authorized:

PARENT CON

DIV CON (to parent)

Not authorized:

PARENT CON DIV CON (to parent)

10.  Divisional application does not count as “one more” continuation

As discussed above, in Section I(7), in a notice published October 10, 2007, the USPTO
modified the “one more” provision to clarify that a divisional application filed anytime after
August 21, 2007 pursuant to a restriction/election in an application family would not count
toward the “one more” permissible continuation or CIP application in the application family.
This clarification by the USPTO was in response to ambiguity in the original language of the

new rules.
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11.  Notice requirement relaxed for applications pending on November 1, 2007

As discussed above, in Section 1(3) and 11(1), in a notice published October 10, 20077, the
USPTO recently relaxed the notice requirements for applications pending on November 1, 2007
so that applicants need to only identify all commonly owned non-provisional applications and/or
patents having a common inventor and the same filing or priority date. This requirement also
holds for applications filed on or after November 1, 2007. There is an additional requirement that
applies only to applications filed on or after November 1, 2007. Specifically, in these
applications, an applicant is required to identify each other pending non-provisional application
and/or patent that has a filing or priority date within two months of the actual/priority date(s) and
is on or after November 1, 2007, shares at least one common inventor, and is owned by the same

entity.
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